

eter O'D. Gibson 



Via del Muschio 12, Int. 2 
Castiglione della Pescaia 
58043 GR Italy 

Commissioner for Patents 
Customer Service 
401 Dulaney Street 
Alexandria, VA 223 14 USA 



Re: Application No. 10/684,485 Art Unit: 3736 

Examiner: Gilbert, Samuel G. Petition Under 37 CFR 1.137(b) 

Unintentional Abandonment 

Dear Sir/Madam, 

Enclosed please find the below described materials relating to the above 
identified application for U.S. Utility Patent in the name of Matthew 
McMuUen: 

(1) Cheque in the amount of $750 payable to 'Commissioner of Patents' 
in payment of the filing fee specified under 37 CFR 1.1 7(m). 

(2) Petition Under 37 CFR Section 1 . 1 37(b) on: 2 sheets; 

(3) Original: 'Response to First Action in Continuation', 

Letter of Transmittal & Certificate of Transmission on: 13 sheets; 

Total: (1) cheque and 15 sheets. 

Please file the above described materials in the above identified application 
for patent and thank you kindly for your service. 

87/11/2006 JADDOl 08680^9 18664485 

Respectfially yours, 01 fc:8453 750.08 op 



July 7" 2006 




Peter O'D. Gibson, Reg. #34,605 



Application No. 10/684,485 Art Unit: 3736Examiner: Gilbert, Samuel G. 
Applicant: Matthew McMullen Customer No. 53373 



PETITION UNDER 37 CFR SECTION 1.137(b) 

1. Applicant and petitioner in the above identified application for U.S. 
Utility Patent respectfully petitions the Commissioner of Patents to revive 
said application from abandonment under grounds of imintentional delay due 
to the failure a timely facsimile transmission of a full and proper reply to the 
first Office action in continued examination of said application to the United 
States Patent Office that: 

(a) was prepared by applicant's representative in Italy in a timely manner; 

(b) was apparently transmitted by applicant's representative in full to the 
central U.S. Patent Office number: 571 273 8300 within three months of the 
mailing date of the action; although automatic receipts of transmission from 
are not received because applicant's representative is overseas; 

(c) is attached in original for filing in this application. 

2. Petitioner respectfully submits that: 

a. the "reply" "to the outstanding Office action or Notice" is enclosed 
here with in accordance with 37 CFR 1.137(b)(1) ; and 

b. the fee in accordance with 37 CFR 1.137(b)(2) specified under 37 
CFR 1.1 7(m) is enclosed here with. 

3. Petitioner respectfully states, in accordance with 37 CFR 1.137(b)(3), 
that the entire delay in this filing from the due date for the Office action to 
presentation of a grantable petition was unintentional as applicant believed 
the enclosed reply had been timely prepared and filed by facsimile 
transmission. 
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Application No. 10/684,485 Art Unit: 3736Examiner: Gilbert, Samuel G. 
Applicant: Matthew McMullen Customer No. 53373 



PETITION UNDER 37 CFR SECTION 1.137(b) 

4. Applicant and petitioner respectfully petitions the Commissioner of 
Patents under 37 CFR 1.137(b) to revive the present application for the 
above reasons. 

Respectfully yours, 

Peter O'D. Gibson, Reg. #34,605 
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Peter O'D. Gibson, #304 
6320 Greenspring Ave. 
Baltimore, MD 21209 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Facsimile: 571 273-8300 



September 22"'' 2005 



Re: Application No. 10/684,485 
Group Art Unit: 3736 
Examiner: Gilbert, Samuel G. 

Dear Sir/Madam, 

Following please find the below listed materials relating to the above 
identified application for patent in the name of Matthew McMuUen: 

'Letter of Transmittal' and 'Certificate of 

Transmission By Facsimile' on: 2 sheets; 

'Response to First Action In Continuation' on: 1 1 sheets; 



Please file the above described materials in the above identified application 
for patent and thank you kindly for your service; 

Respectfully yours. 



Total: 13 sheets. 




Peter O'D. Gibson, Reg. #34,605 
Tel. Oil 39 0564 93 6500 




^^W CERTIFICATE OF TRANSMISSION BY FACSIMILE 



Re: Application No. 10/684,485 
Group Art Unit: 3736 
Examiner: Gilbert, Samuel G. 



I, Peter CD. Gibson, Reg. #34,605, do hereby certify with my dated 
signature below, that the materials described directly below: 

'Letter of Transmittal' and 'Certificate of 

Transmission By Facsimile' on: 2 sheets; 

'Response to First Action In Continuation' on: 1 1 sheets; 



are being transmitted today, September 22 2005, by facsimile to 571 273- 
8300, the central facsimile number of the U.S. Patent Office, for filing in the 
above identified application for patent in the name of Matthew McMullen. 



September 22"" 2005 



Total: 13 sheets; 




Peter O'D. Gibson, Reg. #34,605 September 22"*^ 2005 




Application # 10/684,485 
Filed: October 15* 2003 



GAU: 3736 



Examiner: Samuel G. Gilbert 
Applicant: Matthew McMuUen 



RESPONSE TO FIRST ACTION IN CONTINUATION 



A. 



Acknowledgment of Detailed Action 



Continued Examination Under 37 CFR 1.114 



1. Applicant respectfiilly and gratefully acknowledges Examiner's 
entrance of the submission filed May 9^*^ 2005 and withdrawal of the 
"finality of the previous Office action ... pursuant to 37 CFR 1.114" (First 
Office Action in Continuation, FOAC, p. 2) indicating fulfillment of the 
requirements set forth therein by the present applicant. 



2. Applicant respectfully acknowledges Examiner's acknowledgement of 
"claim for domestic priority under 35 U.S.C. 119(e)" and caution regarding 
failure to provide: "adequate support under 35 U.S.C. 112 for claims 1-33, 
39-43 and 45-52 of this application" for lack of "an adequate teaching of the 
particulars of the removable face including the means of fastening 
components" (FOAC, p. 2). 

Claim Rejections - 35 US.C. 103 

3. Applicant respectfully acknowledges Examiner's quotation of 35 
U.S.C. 103(a) as "the basis for all obviousness rejections set forth in this 
Office action" (FOAC, p- 2). 

4. Applicant respectfully acknowledges Examiner's rejection of claims 1, 
2, 4-6, 9-24, 30-43, and "under 35 U.S.C. 103(a) as being unpatentable over 
More (2002/0107431) in view of Park et ai (6,758,717)." (FOAC, p. 3) 



Priority 



Application # 10/684,485 
Filed: October 15* 2003 



GAU: 3736 Examiner: Samuel G. Gilbert 

Applicant: Matthew McMuUen 



RESPONSE TO FIRST ACTION IN CONTINUATION 

5. Applicant respectfully recites in full Examiner's support of rejection 
of present claim 1 : 

Claim 1 - the applicant's attention is invited to figure 1 and the 
general doll description (is) set forth in paragraphs 128-132. Lined 
cavities are set forth in paragraph 132. A jaw-302- is movable. 
Prosthetic eyeballs are used in eye sockets, paragraph 136. Further, 
different hairstyles and eyes can be used paragraphs 125, 134, and 
135. However, the face is an integral piece that is attached to the 
skull, paragraph 139 not a removably attachable face mask connected 
with fastening components. Park et al. teach a doll having removable 
alternative faces. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to make the doll of More 
with removable faces as taught by Park et al. to gain advantage of 
having a single doll with different facial appearances as taught by 
Park et al, column 3 lines 43-49. (FOAC, p. 3) 



6. Applicant respectfully acknowledges Examiner's support of rejection 
of present claims: 

a. 2, 4-6, 9-24, and 30-42 with citations from More or common practice; 

b. 43, 46-49 and 52 as taught by Park et al. (FOAC, pp. 3 - 5); and 

c. claims 40, 41, 50 & 51 because: 

- the combination as set forth teaches a doll including a removable 
face as claimed but uses a snap fit securing means, elements -12-, - 
13-, -25, -26- of Park et al but does not teach hook and loop or ball 
and socket fastening components ... official notice ... old and well 
known in the arts. In the absence of showing any criticality the 
selection of any fastening component from known fastening 
components would be a matter of ordinary engineering design 
choice and of no patentable significance. Therefore, it would have 
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Application # 10/684,485 GAU: 3736 Examiner: Samuel G. Gilbert 

Filed: October 1 5* 2003 Applicant: Matthew McMullen 



RESPONSE TO FIRST ACTION IN CONTINUATION 

been obvious to one of ordinary skill in the art at the time the 
invention was made to select the claimed connectors as an ordinary 
design choice from a plurality of known equivalent elements 
(FOAC, p. 5); 

7. Applicant respectfully acknowledges Examiner's rejection of claim 3 
"as being unpatentable over More ... and Park ... as applied above and 
further in view of RealDolls. More and Park et al ... (do) not set forth an 
attachment means for the wigs. RealDolls sets forth the use of Velcro" 
(FOAC, p. 5). 

8. Applicant respectfully acknowledges Examiner's rejection of claims 7 
& 8 "as being unpatentable over More ... and Park ... as applied above in 
view of Shubin ... (who) teaches the use of polyurethane and silicone for the 
flesh and skin ... as a substitution of functionally equivalent materials. 
(FOAC, p. 6) 

9. Applicant respectfully acknowledges Examiner's rejection of claims 
26-29: 

as applied above and further in view of Mirahem (who) ... teaches 
the concept of moving the mouth responsive to an audio signal. It 
would have been obvious to provide the device of More and Park et 
al with motorized means as conceptualized by Mirah(em) to provide 
a more realistic speaking version of the doll provided by More. 
(FOAC , p. 6) 
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Application # 10/684,485 GAU: 3736 Examiner: Samuel G. Gilbert 

Filed: October 15* 2003 Applicant: Matthew McMullen 



RESPONSE TO FIRST ACTION IN CONTINUATION 

10. Applicant respectfully acknowledges Examiner's rejection of claim 45 
over More and Park et aL: 

as applied above and further in view of Kruskamp (6,612,045) ... 
(who shows in column 4, lines 48-49) that silicone and plastic are 
well known equivalent materials used in molded products ... (and 
hence) an ordinary design choice from a plurality of known molding 
materials. (FOAC, p. 7) 

Allowable Subject Matter 

11. Applicant respectfully acknowledges Examiner's indication that 
claim(s) 25 is objected to as being dependent upon a rejected claim, but 
would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

12. Applicant respectfully acknowledges Examiner's direction of enquiry 
to his office and provision of telephone number for the same. 

B. Supposed Errors in Action 

Exclusion of Claimed Subject Matter from Benefit of Priority 
1. Applicant respectfully submits that it was error to exclude present 
claims 1-33, 39-43 and 45-52 from benefit of the provisional filing date for 
failure to "provide an adequate support under 35 U.S.C. 112" (FOAC, p. 2, 
par. 2) because 37 CFR 1.78 clearly requires only the application claiming 
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Application # 10/684,485 GAU: 3736 Examiner: Samuel G. Gilbert 

Filed: October 15* 2003 Applicant: Matthew McMuUen 



RESPONSE TO FIRST ACTION IN CONTINUATION 

benefit of the earlier filing date of the provisional application to conform to 
the requirements of 35 U.S. C. 1 12: 

In order for an application to claim the benefit of one or more prior 
filed provisional applications, each prior-filed provisional must 
name as an inventor at least one inventor named in the later- filed 
application and disclose the named inventor's invention claimed in at 
least one claim of the later-filed application in the manner provided 
by the first paragraph of 35 U.S.C. 1 12. In addition, each prior filed 
provisional application must be entitled to a filing date as set forth in 
section 1.53(c), and the basic filing fee set forth in section 1.1 6(k) 
must be paid within the time period set forth in section 1.53(g). (37 
C.F.R. 1. 78(a)(4); while 

the provisional must only: 'disclose the named inventor's invention claimed 
in ... the later-filed application'. 

2. Applicant respectfully submits that it was error to exclude 'claims 1- 
33, 39-43 and 45-52 of this application' from benefit of the earlier filing date 
of the provisional application for failure to "provide teaching of the 
particulars of the removable face including the means of fastening 
components" (FOAC, p. 2) because by Examiner's own declaration in taking 
'Official Notice': "the selection of any fastening component fi-om known 
fastening components would be a matter of ordinary engineering design 
choice and of no patentable significance" (FOAC, p. 5, par. 2). 

3. Applicant respectfully submits that it was error to exclude 'claims 1- 
33, 39-43 and 45-52 of this application' from benefit of the earlier filing date 
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Application # 10/684,485 GAU: 3736 Examiner: Samuel G. Gilbert 

Filed: October 15* 2003 Applicant: Matthew McMuUen 

RESPONSE TO FIRST ACTION IN CONTINUATION 



of the provisional application for failure to "provide teaching of the 
particulars of the removable face including the means of fastening 
components" (FOAC, p. 2) because: 

(w)hatever the source of the new matter prohibition, the test for claim 
support under the first paragraph of section 112 is whether the 
disclosure as originally filed reasonably conveys to the artisan that 
the inventor had possession at that time of the later claimed subject 
matter, rather than the presence or absence of literal support/^^ 
(Harmon, Robert L. Patents and the Federal Circuit, 6^^ Ed, BNA 
Books, Washington, D.C., 2003, p. 251, citing: ^^^Ralston Purina Co. 
V. Far-Mar-Co, Inc., Ill F.2d 1570, 227 USPQ 177 (Fed. Cir. 1985); 
In re Kaslow, 707 F.2d 1366, 217 USPQ 1089 (Fed. Cir. 1983); 



4. Applicant respectfully submits that it was error to exclude "claims 1- 
33, 39-43 and 45-52 of this application" from benefit of the earlier filing 
date of the provisional application for failure to "provide teaching of the 
particulars of the removable face including the means of fastening 
components" (FOAC, p. 2) because the issue is one of 'new matter' and "(i)f 
the essence of the original disclosure supports the new claim limitation, the 
new limitation is not new matter. (Ibid, citing ^^^In re Wright, 866 F.2d 
422, 9 USPQ2d 1649, 1651 (Fed. Cir. 1989) 

5. Applicant respectfully submits that it was error to exclude "claims 1- 
33, 39-43 and 45-52 of this application" from benefit of the earlier claimed 
filing date of the provisional application for failure to "provide teaching of 
the particulars of the removable face including the means of fastening 
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Application # 10/684,485 GAU: 3736 Examiner: Samuel G. Gilbert 

Filed: October 15^ 2003 Applicant: Matthew McMuUen 



RESPONSE TO FIRST ACTION IN CONTINUATION 

components" (FOAC, p. 2) because fastening means were taught in said 
provisional application: 

It is specifically suggested that the face mask be fastened to the 
skull by Velcro although resilient ball and sockets or any other type 
of fastening will fulfill this aspect of the principles relating to the 
present invention. Similarly, it is suggested that simulated hairpieces, 
i.e. wigs, of conventional manufacture be attachable with Velcro or 
any other suitable fastening means. It is emphasized that (while wigs 
are well known) the capability of fastening a variety of selectively 
displayed alternative face masks ... is considered most essential to 
said principles. (Summary of the Invention, p. 1 1, 2"^ par., lines 10 - 
19). 



C. Submission of Evidence Overcoming Grounds of Rejection 

1. Applicant respectfully submits that the 'doll of More': with 'prosthetic 
eyeballs ... in the sockets' (FOAC) and a molded face continuous with the 
rest of the doll as necessarily required by use of a single cavity mold 
(established in Applicant's Response to First Office Action); if modified 'as 
taught by Park et aL* to possess 'removable faces' or a 'facial mask': 

removably securable to said doll head by engagement of said ear 
elements with said ear portions such that said mask eye apertures 
generally align with said doll eye apertures (so that the 'doll head' is 
operative with the) eye change mechanism supported within said 
interior cavity having a plurality of eye images and means for 
aligning a selected pair of said eye images with said eye apertures 
(sole independent claim 1 of 4 total); 
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Application # 10/684,485 
Filed: October 15* 2003 



GAU: 3736 



Examiner: Samuel G. Gilbert 
Applicant: Matthew McMuUen 



RESPONSE TO FIRST ACTION IN CONTINUATION 



would not only deny the 'prosthetic eyeballs ... in sockets* of More in order 
to provide an 'eye change mechanism ... having a plurality of eye images' but 
would require 'engagement of said ear elements with said ear portions' which 
would change a 'principle of operation' of More: i.e. molding of the entire 
doll including the face and skin in a single cavity mold and hence 
necessarily in one piece. 

2. Applicant respectfully submits that since a principle of operation of 
More, molding with a single cavity mold, would be changed if modified as 
taught by Park et aL, the grounds of rejection of present claim 1 under 35 
U.S.C. 103 are overcome because: 

If the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being 
modified, then the teachings of the references are not sufficient to 
render the claims prima facie obvious. In re Rattiy 270 F.2d 810, 123 
USPQ 349 (CCPA 1959) (MPEP 2143.01). 

3. Applicant respectfully submits that the only rejection of present claim 
1 relies upon Park et al. which reference fails to comprise prior art because 
its filing date is after the filing date of the provisional application properly 
claimed and granted for the present application for patent as demonstrated 
by each and every reason cited above in 'Supposed Errors in Examination' 
including the presence in said provisional application of attachment means 
for the presently claimed face mask erroneously found lacking by Examiner. 
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Application # 10/684,485 GAU: 3736 Examiner: Samuel G. Gilbert 

Filed: October 15* 2003 Applicant: Matthew McMuUen 

RESPONSE TO FIRST ACTION IN CONTINUATION 

4. Applicant respectfully submits that a claimed limitation to the 
presently claimed subject matter, introduced by Amendment B in request for 
continued examination and indicated as comprising allowable subject matter 
in the previous Office action: the 'mask removably attachable by means of 
fastening components to said head'; patentably distinguishes the present 
invention in the language of present sole base claim 1 over the prior art in 
accordance with 37 CFR 1.111. 

5. Applicant respectfully submits that Examiner clearly stated in the 
second Office action made final that: "(c)laims 25 and 37-25 are objected to 
as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of the base 
claim and any intervening claims" (SOA, page 5); and that Amendment B 
filed with a Request for Continued Application rewrote claim 37 in 
independent form including all the limitations of the base claim and all 
intervening claims in the form of present claim 1 and hence present claim 1 
is now, in Examiner's own word, 'allowable'. 

D. Summary and Request for Allowance 

1. Applicant respectfully submits that it was error to exclude claims 1 - 
33^ 39 _ 43 and 45 - 52 fi^om benefit of the earlier filing date of the 
provisional application because: 

a. 37 CFR 1.78 only requires the provisional to 'disclose the named 
inventor's invention claimed in ... the later-filed application'; 
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RESPONSE TO FIRST ACTION IN CONTINUATION 

b. official notice taken by Examiner declared that 'selection of any 
fastening component' is 'of no patentable significance'; 

c. "the test for claim support under ... 112 is whether the disclosure ... 
had possession ... rather than the presence or absence of literal support" 
(Harmon, citing Ralston Purina Co, v. Far-Mar-Co, Inc. and In re Kaslow); 

d. the issue is one of 'new matter' and "(i)f the essence of the original 
disclosure supports the new claimed limitation, the new limitation is not new 
matter" (Harmon, citing In re Wright); and 

aside from these four separate legal grounds, each sufficient to establish 
error in exclusion of any present claim from benefit of the earlier filing date 
granted to the present application for patent; 

e. 'the means of fastening components' erroneously relied upon as 
lacking from the provisional application disclosure were indeed present: 

It is specifically suggested that that face mask be fastened to the 
skull by Velcro although resilient ball and sockets or any other type 
of fastening will fulfill this aspect of ... the present invention. 
Similarly, it is suggested that ... wigs be attachable with Velcro or 
any other suitable fastening means. It is emphasized that ... the 
capability of fastening a variety of selectively displayed alternative 
face masks ... is considered most essential to said principles. 
(Summary of the Invention, p. 1 1, 2"^ par., lines 10-19). 



4. Applicant respectfully submits that: 

a. the present Response has been timely filed; 

b. a claimed limitation or restriction to the presently claimed subject 
matter introduced by Amendment B in request for continued examination 
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Filed: October IS'*' 2003 
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Examiner: Samuel G. Gilbert 



Applicant: Matthew McMullen 



RESPONSE TO FIRST ACTION IN CONTINUATION 



and indicated as comprising allowable subject matter in the previous Office 
action: the 'mask removably attachable by means of fastening components to 
said head'; has been demonstrated to patentably distinguish the present 
invention in the language of present sole base claim 1 over the prior art in 
accordance with 37 CFR 1.111; 

c. it has been abundantly demonstrated above that it was error to exclude 
present claim 1, particularly, from benefit of the earlier filing date of the 
provisional application for lack of support, clearly evident therein, of 'means 
of fastening' the face mask and hence: the only rejection of present claim 1 
outstanding is overcome by the fact that Park et al. is not prior art; 

d. all present claims except claim 1 are properly dependent upon sole 
base claim 1 and are allowable if claim one is allowable; 

e. there are no outstanding objections to the present application. 

5. Applicant respectfully submits, for all the reasons presented above, 
that the present application is in full and proper condition for allowance 
which action is further respectfully requested. 

Respectfully yours. 




Peter O'D. Gibson, Reg. #34,605 



Tel/Fax: Oil 39 0564 93 6500 
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